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noid dry powder which exhibits an improved apparent density and an 
increased stability, compared -for example- to dry powders which are 
obtained using glucose in combination with a soy bean protein. 

The Examiner reiterated the rejection of applicants' claims tak- 
ing the position that 

1) Claims 1 to 4, 6, 7 and 9 to 15 were unpatentable under Section 
103(a) in light of the teaching of Jensen et al. (wo 91/06292) 
when taken in view of the disclosure of Horn et al. (us 4,522,743), 

2) Claims 5, 8 and 16 to 20 were unpatentable under Section 103(a) 
in light of the teaching of Jensen et al. (ibid.) when taken in 
view of the disclosure of Dobler et al. (us wo 96/01570), and 

3) Claims 1 to 20 were unpatentable under Section 103(a) in light of 
the teaching of Dobler et al. (ibid.) when taken in view of the 
disclosure of Horn et al. (ibid.). 

For the following reasons, the Examiner's position is deemed to be in 
error: 

It is well settled that the invention as a whole which is refer- 
enced in Section 103(a) is not limited to the combination of features 
which is literally recited in the claims. The invention as a whole 
referenced in the statute also encompasses the properties which are 
inherent in the combination of the literally recited features^): 

In determining whether the invention as a whole would have been 
obvious under 35 U.S.C. 103, we must first delineate the inven- 
tion as a whole. In delineating the invention as a whole, we look 
not only to the subject matter which is literally recited in the 
claim in question... but also to those properties of the subject 
matter which are inherent in the subject matter and are disclosed 
in the specification. . . Just as we look to a chemical and its 
properties when we examine the obviousness of a composition of 
matter claim, it is this invention as a whole , and not some part 
of it, which must be obvious under 35 U.S.C. 103. 
Correspondingly, where a claim is drawn to a method, a determination 
whether the claimed method is obvious within the meaning of Section 
103 must take the particular result into account which is obtained by 
the method and cannot merely be based on a consideration of the mate- 
rials which are used and the nature of the process which is 
employed^) . 



2) In re Antonie , 559 F.2d 618, 620, 195 USPQ 6, 8 (CCPA 1977); emphasis original. 

3) Cf. In re Dillon . 919 F.2d 688, 695, 16 USPQ2ci 1897, 1903 (CAFC 1990) (en banc), 
cert, denied, 500 U.S. 904 (1991). 
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As already pointed out in applicants' previous papers, neither 
one of the prior art references which were applied by the Examiner in 
rejecting applicants' claims suggests or implies that dry powders 
exhibiting distinctly different properties are obtained depending 
upon whether 

a mixture comprising effective amounts of lactose and the at 
least one soy bean protein which is referenced in applicants ' 
claims, or 

a mixture comprising glucose and at least one soy bean protein, 

is employed in the preparation of the dry powder, nor has the Ex- 
aminer given any consideration to that fact. As such, the Examiner 
has not considered applicants' invention as a whole as is required in 
a proper determination under Section 103(a). The Examiner's conclu- 
sion that applicants' invention was prima facie obvious at the time 
the invention was made is, therefore, deemed to be in error. 

The Examiner also asserted that applicants' invention is merely 
based on an optimization of workable ranges. However, in order to 
optimize one or more parameters, the particular parameter (s) must 
first be recognized as being result-effective^). Applicants have al- 
ready pointed out in their previous papers that the teachings and 
disclosures of the prior art which were applied by the Examiner in 
rejecting applicants' claims fail to suggest or imply that 

the nature of the protective colloid, and/or 

the nature of the excipient or auxiliary 

which is /are employed when a carotenoid dry powder is prepared has 
any significant impact on the quality of the dry powder which is 
obtained. In other words, the prior art teachings and disclosures 
convey that essentially the same result is obtained as long as any 
one of the mentioned protective colloids is used in combination with 
any one of the enumerated excipients or auxiliaries. As such, the 
referenced prior art neither suggests or implies that the nature of 
the protective colloid and/or the nature of the excipient or auxil- 
iary are result effective parameters, and applicants' finding that 
particular results are obtained when a mixture which comprises effec- 
tive amounts of lactose and the at least one soy bean protein refer- 
enced in applicants claims is employed in the preparation of the 
carotenoid dry powders cannot be deemed as being based on a "routine 



4) Cf. In re Antonie, ibid. 
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optimization" as the Examiner would have it. The Examiner's position 
that applicants' invention is merely based on an optimization of 
workable ranges is, therefore, also not deemed to be well taken. 

In light of the foregoing and the arguments already presented by 
applicants in their previous papers, applicants respectfully reiter- 
ate their request that 

1) the rejection of Claims 1 to 4, 6, 7 and 9 to 15 under Section 
103(a) based on the teaching of Jensen et al. when taken in view 
of the disclosure of Horn et al., 

2) the rejection of Claims 5, 8 and 16 to 20 under Section 103(a) 
based on the teaching of Jensen et al. when taken in view of the 
disclosure of Dobler et al., and 

3) the rejection of Claims 1 to 20 under Section 103(a) based on the 
teaching of Dobler et al. when taken in view of the disclosure of 
Horn et al. , 

be withdrawn. Favorable action is solicited. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 14.1437. Please credit any excess fees to such deposit 
account. 
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